
PTO Form 1957 (Rev 9/2005)

OMB No. 0651-0050 (Exp. 04/2009)

Response to Office Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 77394276

LAW OFFICE ASSIGNED LAW OFFICE 110

MARK SECTION (no change)

ARGUMENT(S)

The examining attorney has refused registration on the ground that the proposed mark merely describes the specified services. Applicant
respectfully traverses the refusal as follows.

A term is merely descriptive if it immediately conveys knowledge of a significant quality, characteristic, function, feature or purpose of the goods
or services with which it is used, or intended to be used. See In re Gyulay, 820 F.2d 1216 (Fed. Cir. 1987). “On the other hand, if one must
exercise mature thought or follow a multi-stage reasoning process in order to determine what product or service characteristics the term indicates,
the term is suggestive rather than merely descriptive. [internal citations omitted] . . . incongruity is a strong indication that a mark is suggestive
rather than merely descriptive.” In re Tennis in the Round, Inc., 199 U.S.P.Q. 196, 197 (T.T.A.B. 1978).

The services are on-line journals, namely, blogs featuring news, information and legal analysis relating to intellectual property law issues in the
clean technology and renewable energy industries. GREEN PATENT BLOG does not immediately convey the characteristics or subject matter
of the services because the word “green” can have many meanings, including, inter alia, as slang pertaining to money or finance, or to leaves,
plants or vegetables (see Dictionary.com results in attached Evidence). Indeed, both financial services patents and plant patents are quite
prevalent, and the proposed mark could convey that the services provide information on patents in the field of financial services or the field of
plants and agriculture.

Moreover, whether an individual associates the word “green” with clean technology, financial services, plants, or some other subject, Applicant
submits that “green” together with the word “patent” is incongruous and would require a reasoning process in most individuals to determine the
services provided by the mark. Specifically, most people do not immediately associate “green” characteristics (whether they think of that term as
applying to clean technology, money, plants or something else) with intellectual property law.

Applicant also notes that a Google search of “green patent blog” reveals only Applicant’s blog and no other uses of the term (see attached
Evidence).

Finally, Applicant notes that two other marks for blogs relating to intellectual property law and technology, THE INVENT BLOG and PATENT
PENDING BLOG have been registered by the U.S. Patent & Trademark Office (see attached Evidence).

For at least these reasons, Applicant respectfully submits that GREEN PATENT BLOG is not merely descriptive of the specified services.
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DESCRIPTION OF EVIDENCE FILE
dictionary definitions of "green", internet search results for "green patent blog" and
trademark registration information for other intellectual property law and technology blogs

ADDITIONAL STATEMENTS SECTION

DISCLAIMER "No claim is made to the exclusive right to use BLOG apart from the mark as shown."

SIGNATURE SECTION

DECLARATION SIGNATURE /Eric L. Lane/

SIGNATORY'S NAME Eric L. Lane
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DATE SIGNED 06/20/2008
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To the Commissioner for Trademarks:

Application serial no. 77394276 has been amended as follows:
ARGUMENT(S)
In response to the substantive refusal(s), please note the following:
The examining attorney has refused registration on the ground that the proposed mark merely describes the specified services. Applicant
respectfully traverses the refusal as follows.

A term is merely descriptive if it immediately conveys knowledge of a significant quality, characteristic, function, feature or purpose of the goods or
services with which it is used, or intended to be used. See In re Gyulay, 820 F.2d 1216 (Fed. Cir. 1987). “On the other hand, if one must exercise
mature thought or follow a multi-stage reasoning process in order to determine what product or service characteristics the term indicates, the term is
suggestive rather than merely descriptive. [internal citations omitted] . . . incongruity is a strong indication that a mark is suggestive rather than
merely descriptive.” In re Tennis in the Round, Inc., 199 U.S.P.Q. 196, 197 (T.T.A.B. 1978).

The services are on-line journals, namely, blogs featuring news, information and legal analysis relating to intellectual property law issues in the
clean technology and renewable energy industries. GREEN PATENT BLOG does not immediately convey the characteristics or subject matter of



the services because the word “green” can have many meanings, including, inter alia, as slang pertaining to money or finance, or to leaves, plants or
vegetables (see Dictionary.com results in attached Evidence). Indeed, both financial services patents and plant patents are quite prevalent, and the
proposed mark could convey that the services provide information on patents in the field of financial services or the field of plants and agriculture.

Moreover, whether an individual associates the word “green” with clean technology, financial services, plants, or some other subject, Applicant
submits that “green” together with the word “patent” is incongruous and would require a reasoning process in most individuals to determine the
services provided by the mark. Specifically, most people do not immediately associate “green” characteristics (whether they think of that term as
applying to clean technology, money, plants or something else) with intellectual property law.

Applicant also notes that a Google search of “green patent blog” reveals only Applicant’s blog and no other uses of the term (see attached
Evidence).

Finally, Applicant notes that two other marks for blogs relating to intellectual property law and technology, THE INVENT BLOG and PATENT
PENDING BLOG have been registered by the U.S. Patent & Trademark Office (see attached Evidence).

For at least these reasons, Applicant respectfully submits that GREEN PATENT BLOG is not merely descriptive of the specified services.

EVIDENCE
Evidence in the nature of dictionary definitions of "green", internet search results for "green patent blog" and trademark registration information for
other intellectual property law and technology blogs has been attached.
Original PDF file:
evi_6511887157-173724555_._Evidence.PDF
Converted PDF file(s) (10 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
ADDITIONAL STATEMENTS
Disclaimer
"No claim is made to the exclusive right to use BLOG apart from the mark as shown."
SIGNATURE(S)
Declaration Signature
If the applicant is seeking registration under Section 1(b) and/or Section 44 of the Trademark Act, the applicant had a bona fide intention to use or
use through the applicant's related company or licensee the mark in commerce on or in connection with the identified goods and/or services as of the
filing date of the application. 37 C.F.R. Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii). If the applicant is seeking registration under Section
1(a) of the Trademark Act, the mark was in use in commerce on or in connection with the goods or services listed in the application as of the
application filing date. 37 C.F.R. Secs. 2.34(a)(1)(i). The undersigned, being hereby warned that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under 18 U.S.C. §1001, and that such willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he/she is properly authorized to execute this application on behalf of the applicant; he/she
believes the applicant to be the owner of the trademark/service mark sought to be registered, or, if the application is being filed under 15 U.S.C.
§1051(b), he/she believes applicant to be entitled to use such mark in commerce; to the best of his/her knowledge and belief no other person, firm,
corporation, or association has the right to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to
be likely, when used on or in connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; that if
the original application was submitted unsigned, that all statements in the original application and this submission made of the declaration signer's
knowledge are true; and all statements in the original application and this submission made on information and belief are believed to be true.
Signature: /Eric L. Lane/ Date: 06/20/2008
Signatory's Name: Eric L. Lane
Signatory's Position: Applicant
Response Signature



Signature: /Eric L. Lane/ Date: 06/20/2008
Signatory's Name: Eric L. Lane
Signatory's Position: Applicant
The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian attorney/agent, and that he/she is either (1)
the applicant or (2) a person(s) with legal authority to bind the applicant; and if an authorized U.S. attorney or Canadian attorney/agent previously
represented him/her in this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the USPTO has granted the
request of his/her prior representative to withdraw.
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