Response to Office Action

Thetable below presentsthe data as entered.

SERIAL NUMBER 77394276

LAW OFFICE ASSIGNED LAW OFFICE 110

MARK SECTION (no change)
ARGUMENT(S)

The examining attorney has refused registration on the ground that the proposed mark merely describes the specified services. Applicant
respectfully traverses the refusal as follows.

A term is merely descriptiveif it imnediatgloy conveys knowledge of a significant qual it])_/ characteristic, function, feature or purpose of the goods
or serviceswith'which it is used, or intended to be used. Seelnre Gyulay, 820 F.2d 12 6 (Fed. Cir. 1987). “On the other hand, if one must
exercise mature thought or follow a multi-stage reasoning processin‘ordér to determine what product or service characteristics the term indicates,
the term is suggestive rather than merely descriptive. [internal citations omitted] . . . mcong]r_wty isastrong indication that a mark is suggestive
rather than méerely descriptive.” Inre Tennisin the Round, Inc., 199 U.S.P.Q. 196, 197 (T.T.A'B. 1978).

The services are on-line journals, namely, blogs featuri rllz%news information and legal analysis relating to intellectual property law issuesin the
clean technology and renewable energy indusfries. GREEN PATENT BLOG doesnot immediately convey the characteristics or subject matter
of the servicesbecause the word “green” can have many meanings, including, inter alia, as slang pertaining to money or finance, or to |eaves,
plants or vegetables (see Dictionary.com results in attaChed Evidence). Indeed, both financial services patents and plant patents are quite
plrev?l en'[(,:i and,thelztproposed mark could convey that the services provide information on patentsin the field of financia services or the field of
plants and agriculture.

Moreover, whether an individual associates the word “green” with clean technology, financia services, plants, or some other subject, Applicant
submits that “ green” together with the word “ patent” is incongruous and would require a reasoning process in most individuals to determine the
services provided by the mark. Specifically, most people do not immediately associate “green” characteristics (whether they think of that term as
applying to clean technology, money, plants or something else) with intellectual property law.

ép_%licant) also notes that a Google search of “green patent blog” reveals only Applicant’s blog and no other uses of the term (see attached
vidence).

Fi nalB/, Aé)%icant notes that two other marks for blogs relating to intellectual property law and technology, THE INVENT BLOG and PATENT
PENDING BLOG have been registered by the U.S. Patent & Trademark Office (see attached Evidence).

For at least these reasons, Applicant respectfully submits that GREEN PATENT BLOG is not merely descriptive of the specified services.
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dictionary definitions of "green’”, internet search results for "green patent blog" and

DESCRIPTION OF EVIDENCE FILE trademark registration information for other intellectual property law and technology blogs

ADDITIONAL STATEMENTS SECTION

DISCLAIMER "No claim is made to the exclusive right to use BLOG apart from the mark as shown."
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SIGNATORY'SPOSITION Applicant
DATE SIGNED 06/20/2008
RESPONSE SIGNATURE /Eric L. Lane/
SIGNATORY'SNAME EricL. Lane
SIGNATORY'SPOSITION Applicant
DATE SIGNED 06/20/2008
AUTHORIZED SIGNATORY YES
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Response to Office Action

Tothe Commissioner for Trademarks:

Application serial no. 77394276 has been amended as follows:

ARGUMENT(S)

In responseto the substantive refusal(s), please note the following:

The examining attorney has refused registration on the ground that the proposed mark merely describes the specified services. Applicant
respectfully traverses the refusal as follows.

A term is merely descriptive if it immediately conveys knowledge of a significant quality, characteristic, function, feature or purpose of the goods or
services with which it is used, or intended to be used. See Inre Gyulay, 820 F.2d 1216 (Fed. Cir. 1987). “On the other hand, if one must exercise
mature thought or follow a multi-stage reasoning process in order to determine what product or service characteristics the term indicates, thetermis
suggestive rather than merely descriptive. [internal citations omitted] . . . incongruity is a strong indication that a mark is suggestive rather than
merely descriptive.” Inre Tennisin the Round, Inc., 199 U.S.P.Q. 196, 197 (T.T.A.B. 1978).

The services are on-line journals, namely, blogs featuring news, information and legal analysis relating to intellectual property law issuesin the
clean technology and renewable energy industries. GREEN PATENT BLOG does not immediately convey the characteristics or subject matter of



the services because the word “green” can have many meanings, including, inter alia, as slang pertaining to money or finance, or to leaves, plants or
vegetables (see Dictionary.com results in attached Evidence). Indeed, both financial services patents and plant patents are quite prevalent, and the
proposed mark could convey that the services provide information on patents in the field of financial services or the field of plants and agriculture.

Moreover, whether an individual associates the word “green” with clean technology, financia services, plants, or some other subject, Applicant
submits that “ green” together with the word “ patent” isincongruous and would require a reasoning process in most individuals to determine the
services provided by the mark. Specifically, most people do not immediately associate “green” characteristics (whether they think of that term as
applying to clean technology, money, plants or something else) with intellectual property law.

Applicant also notes that a Google search of “green patent blog” reveals only Applicant’s blog and no other uses of the term (see attached
Evidence).

Finally, Applicant notes that two other marks for blogs relating to intellectual property law and technology, THE INVENT BLOG and PATENT
PENDING BLOG have been registered by the U.S. Patent & Trademark Office (see attached Evidence).

For at least these reasons, Applicant respectfully submits that GREEN PATENT BLOG is not merely descriptive of the specified services.

EVIDENCE

Evidence in the nature of dictionary definitions of "green”, internet search results for "green patent blog" and trademark registration information for
other intellectua property law and technology blogs has been attached.

Original PDF file:

evi_6511887157-173724555_. Evidence.PDF

Converted PDF file(s) (10 pages)

Evidence-1

Evidence-2

Evidence-3

Evidence-4

Evidence-5

Evidence-6

Evidence-7

Evidence-8

Evidence-9

Evidence-10

ADDITIONAL STATEMENTS

Disclaimer

"No claim is made to the exclusive right to use BLOG apart from the mark as shown."

SIGNATURE(S)

Declaration Signature

If the applicant is seeking registration under Section 1(b) and/or Section 44 of the Trademark Act, the applicant had a bona fide intention to use or
use through the applicant's related company or licensee the mark in commerce on or in connection with the identified goods and/or services as of the
filing date of the application. 37 C.F.R. Secs. 2.34(a)(2)(i); 2.34 (a)(3)(i); and 2.34(a)(4)(ii). If the applicant is seeking registration under Section
1(a) of the Trademark Act, the mark was in use in commerce on or in connection with the goods or services listed in the application as of the
application filing date. 37 C.F.R. Secs. 2.34(a)(1)(i). The undersigned, being hereby warned that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under 18 U.S.C. 81001, and that such willful false statements may jeopardize the validity of the
application or any resulting registration, declares that he/she is properly authorized to execute this application on behalf of the applicant; he/she
believes the applicant to be the owner of the trademark/service mark sought to be registered, or, if the application is being filed under 15 U.S.C.
§1051(b), he/she believes applicant to be entitled to use such mark in commerce; to the best of his/her knowledge and belief no other person, firm,
corporation, or association has the right to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto asto
be likely, when used on or in connection with the goods/services of such other person, to cause confusion, or to cause mistake, or to deceive; that if
the original application was submitted unsigned, that all statementsin the original application and this submission made of the declaration signer's
knowledge are true; and all statementsin the original application and this submission made on information and belief are believed to be true.
Signature: /Eric L. Lane/  Date: 06/20/2008

Signatory's Name: Eric L. Lane

Signatory's Position: Applicant

Response Signature



Signature: /Eric L. Lane/ Date: 06/20/2008

Signatory's Name: Eric L. Lane

Signatory's Position: Applicant

The signatory has confirmed that he/she is not represented by either an authorized attorney or Canadian attorney/agent, and that he/she is either (1)
the applicant or (2) a person(s) with legal authority to bind the applicant; and if an authorized U.S. attorney or Canadian attorney/agent previously
represented him/her in this matter, either he/she has filed a signed revocation of power of attorney with the USPTO or the USPTO has granted the
request of his’her prior representative to withdraw.

Serial Number: 77394276

Internet Transmission Date: Fri Jun 20 17:52:26 EDT 2008
TEAS Stamp: USPTO/ROA-65.118.87.157-200806201 7522609
5378-77394276-420b046fe0el 7dc5che989b76f
6f507523-N/A-N/A-20080620173724555070



green - Definitions from Dictionary.com Page 1 of 31

jgreen

Dictionary Thesaurus

ADVERTISEMENT

108 results for: green
irowse Nearby Entries)

Green Sponsored Links
MSN™ Green - Find Everything Green! Articles, Tips, Shopping & more
Creen MSN.com

Green
Go Green w/ Info & Tips at Sprig, Where Stylish People are Into Green
W, ST Com

Dictronary.com Unabridged (v 1.1) - Cite This Source — Share This
green 4 Audio Help [green] Pronunciation Key - Show IPA Pronunciation adjective, —er, -est,
noun, verh

~adjective

1. of the color of growing foliage, between yeliow and blue in the spectrum: green
leaves.

2. covered with herbage or foliage; verdant: green fields.

3. characterized by the presence of verdure.

4. made of green vegetables, as lettuce, spinach, endive, or chicory: a green salad.

5. not fully developed or perfected in growth or condition; unripe; not properly aged:

This peach is still green.

unseasoned; not dried or cured: green /umber.

immature in age or judgment; untrained; inexperienced: a green worker.
simple; unsophisticated; gullible; easily fooled.

9. fresh, recent, or new: an insult still green in his mind.

& o

10. having a sickly appearance; pale; wan: green with fear, green with envy.
11. full of life and vigor; young: a man ripe in years but green in heart.
12. environmentally sound or beneficial: green computers.

13. (of wine) having a flavor that is raw, harsh, and acid, due esp. to a lack of
maturity.

14. freshly slaughtered or still raw: green meat.
15. not fired, as bricks or pottery.

16. (of cement or mortar) freshly set and not completely hardened.
17  Foundns

http://dictionary.reference.com/browse/green 6/20/2008



green - Definitions from Dictionary.com Page 2 of 31

a. (of sand) sufficiently moist to form a compact lining for a mold without
further treatment.

b. (of a casting) as it comes from the mold.
c. (of a powder, in powder metallurgy) unsintered.
— 11T
18. a color intermediate in the spectrum between yellow and blue, an effect of light

with a wavelength between 500 and 570 nm; found in nature as the color of most
grasses and leaves while growing, of some fruits while ripening, and of the sea.

19. Art. a secondary color that has been formed by the mixture of blue and yellow
pigments.

20. green coloring matter, as paint or dye.
21. green material or clothing: to be dressed in green.

22. greens,
a. fresh leaves or branches of trees, shrubs, etc., used for decoration; wreaths.

b. the leaves and stems of plants, as spinach, lettuce, or cabbage, used for food.
¢. a blue-green uniform of the U.S. Army.

23. grassy land; a plot of grassy ground.
24. a piece of grassy ground constituting a town or village common.

25. Also called putting green. Go/f. the area of closely cropped grass surrounding
each hole.

26. BOWLING GREEN.

27. a shooting range for archery.

28. /Informal. GREEN LIGHT (def. 1).

29. Slang. money; greenbacks (usually prec. by the): /'d like to buy a new car but |
don't have the green.

30. (initial capital letter) a member of the Green party (in Germany).

—verh (used without object), verb (used with object)

31. to become or make green.

32. Informal. to restore the vitality of: Younger executives are greening corporate
managements.
----- -idiom

33. read the green, to inspect a golf green, analyzing its slope and surface, so as to
determine the difficulties to be encountered when putting.

[Origin: bef. 900; ME, OF gréne, c. G griin; akin to GROW]

........ Relared forms
greenage, noun
greenly, adverd

Dictionary. com Unabridged (v 1.7)
Based on the Random House Unabridged Dictionary, © Random House, Inc. 2006.
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