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Examining Attorney: Michael Litzau                                                                                   
                                                                                                           

Law Office: 104                                                                                                                                                        
                                                                                                           
______________________________________________________
 
 
AMENDMENT AND RESPONSE TO OFFICE ACTION
           
To the Commissioner for Trademarks -- 
 

            Applicant U.S. Environmental Protection Agency (“EPA” or “Agency”) submits this response to the Office Action dated December 21, 2007:
 
RESPONSE TO OFFICE ACTION
 

            In an Office Action dated October 22, 2007, the examining attorney refused registration of EPA’s SMARTWAY (with design) mark because of a likelihood of confusion with the mark in

U.S. Registration Number 2,796,642.  The mark cited against EPA’s SMARTWAY

(with design) mark consists of a trisected circular design accompanied by the word SMARTWAYS. 

            In a November 19, 2007 response to the Office Action, the applicant explained that the Agency had previously entered into an Agreement with the State of Wisconsin’s Department of

Transportation (“WDOT”), the owner of the SMARTWAYS mark, under which WDOT consented to EPA’s registration and use of the SMARTWAY and SMARTWAY TRANSPORT marks.  

Although the SMARTWAYS mark had also been identified as a barrier to registration of Applicant’s earlier marks, EPA’s SMARTWAY and SMARTWAY TRANSPORT marks were

subsequently registered under U.S. Registration Numbers 3,216,106 and 2,967,906.  EPA also obtained registration for a third mark, US EPA Certified SMARTWAY, U.S. Registration Number

3,220,604, which consists of the same design element as the mark in this application.     

            In the most recent Office Action, the examining attorney again refused registration of Applicant’s SMARTWAY (with design) mark because of a likelihood of confusion with the mark in

U.S. Registration Number 2,796,642.  The examining attorney correctly noted that the agreement EPA submitted in its earlier response was not applicable to the most recent  application. 

            Applicant has now entered into another Agreement for Concurrent Use (“Agreement”) with WDOT under which WDOT consents to Applicant’s registration and use of the

SMARTWAY (with design) mark.  This Agreement, which is attached to Applicant’s response and is designated as Exhibit A (“Ex. A”), explains the reasons why Applicant and Registrant see

no likelihood of confusion between the two marks.

                       

A.        EPA and WDOT agree that concurrent use of the SMARTWAY (with design) and SMARTWAYS marks would not create a likelihood of confusion.

           

            In the attached Agreement, WDOT consents to the registration and use of EPA’s SMARTWAY (with design) mark.   Ex. A, ¶ 12.  WDOT and EPA do not believe that the use of the

SMARTWAYS marks and the Agency’s SMARTWAY (with design) mark is likely to cause confusion and agree to take any necessary steps to avoid the potential for confusion.  

            EPA and WDOT, the parties with the most interest in avoiding confusion and most familiar with the proximity of their services in the marketplace, conclude that confusion between the



two marks is not likely.  The Agreement recites the parties’ determinations that the services to which the two marks are connected are “in very different channels of commerce”,  Id. ¶ 9, and that

these two services are aimed “at different prospective consumers”. Id.  WDOT’s service provides information and advisories to motorists on Wisconsin highways about weather conditions,

congestion and other traffic hazards. Id. ¶¶ 2 & 9.   In contrast, the market for EPA’s services is not motorists but business and consumer purchasers.   EPA’s service provides information to them

about cleaner and more efficient transportation options, like fuel efficient vehicles and energy-conscious merchandise shippers.  Id. ¶ 8.  EPA and WDOT also agree that neither intends to expand

its services – and the use of their respective marks – into the services

offered by each other, Id. ¶ 11, and that, should the potential for confusion arise in the future, both parties will consult in good faith, and EPA will take the appropriate steps, to avoid confusion.

Id. ¶ 13.

            The Agency contends that the mark in its new application – with the road, leaf and cloud design -- is even more different visually than those that WDOT and EPA considered not likely to

be confused in the earlier agreement between the two parties.  After that agreement was executed with respect to the Agency’s two earlier, SMARTWAY and SMARTWAY TRANSPORT

service marks, EPA applied for and registered a third mark that prominently featured the word SMARTWAY (U.S. Registration No. 3,220,604).  The U.S. Patent and Trademark Office did not

cite the WDOT mark as a barrier to registration of this later EPA certification mark because of a likelihood of confusion.  

            It has been nearly three years since EPA’s first mark was registered.   In that time, EPA has received no indication that either of its registered service marks, SMARTWAY and

SMARTWAY TRANSPORT, nor its more recently registered SMARTWAY certification mark, have been confused with WDOT’s SMARTWAYS mark.

            In response to the earlier Office Action on this application, EPA maintained that even in the absence of the earlier agreement between EPA and WDOT, there is no likelihood of confusion

when WDOT’s mark and EPA’s SMARTWAY (with design) are compared in the context of the factors for comparison that are most relevant in this situation.   For the same reasons, EPA

continues to believe that there would be no likelihood of confusion between the WDOT mark and EPA’s SMARTWAY (with design) mark even in the absence of the more recent agreement

between the two parties.  For convenience of this examination, EPA is restating the reasoning from the Agency’s November 19, 2007 Office Action response.

 

B.        There is no likelihood of confusion when WDOT’s mark and SMARTWAY (with design) are compared in the context of the factors for comparison that are most

relevant in this situation.

 

            EPA maintains that the factors that are most relevant for comparison in this situation are: (1) the relatedness of the services to which the marks apply; (2) the conditions under which, and

consumers to whom, the services are offered; (3) the similarity of the marks in appearance, sound and connotation, and: (4) evidence of actual confusion. In re E. I. du Pont de Nemours & Co.,

476 F.2d 1357 (C.C.P.A. 1973); In re Majestic Distilling Co., 315 F. 3d 1311, 1315 (Fed. Cir. 2003); T.M.E.P. § 1207.01.

 

1.         The service to which WDOT’s mark is connected is unrelated to the service connected to the SMARTWAY (with design) mark .

 

            WDOT’s   SMARTWAYS and EPA’s SMARTWAY (with design) marks both pertain to vehicles and transportation in the broadest sense, but there the similarities between the marks

end.  The two marks are not used in connection with competing goods and services.

            The SMARTWAYS mark identifies the State of Wisconsin’s “intelligent transportation system,” its system for alerting motorists about weather conditions, traffic congestion and

construction locations while they are driving.  Ex. A ¶ 2.  In contrast, EPA’s SMARTWAY (with design) mark is connected to an entirely different service than WDOT’s. The SMARTWAY

(with design) service is not an alternative to the State of Wisconsin’s or any other entity’s   system for optimizing highway and roads usage.  The SMARTWAY (with design) mark will identify a

service that provides businesses and consumers with specific information about the environmental benefits of transportation choices –   for example, information on fuel-efficient vehicles and the

energy efficiency practices of merchandise shippers – not information to motorists about the convenience of different travel choices.   Id. ¶ 8.  Recently, the Federal Circuit found that a

registrant’s restaurant services and applicant’s beer were sufficiently different to avoid any likelihood of consumer confusion, even though both displayed a mark in which the words BLUE

MOON were prominent and even though both parties competed in the food and beverage sector.  In re Coors Brewing Company, 343 F. 3d 1340 (Fed. Cir. 2003).  EPA believes that the

differences among the two services at issue here are greater still than the services considered sufficiently different for purposes of the likelihood of confusion test by the Coors Brewing Company

decision.

            The examining attorney cited several cases where identical or similar marks have been found to be confusingly similar because they identify related goods.  Each cited case involved

products in much closer proximity than the services connected to EPA’s and WDOT’s marks, however.   For example, In re Martin’s Famous Pastry Shoppe, Inc. , 748 F. 2d 1565 (Fed. Cir.

1984) concerned identical marks (MARTIN’S) used for bread and cheese, both foods and both regularly available at the same locations: food stores.   Similarly, In re Melville Corp., 18 U.S.P.Q.

2d 1386 (T.T.A.B. 1991) concerned identical marks (ESSENTIALS) for shoes and women’s clothing – again, both of which are encountered by consumers in the same setting, in this case

women’s clothing stores. See also, In re Corning Glass Works, 229 U.S. P.Q. 65 (T.T.A.B. 1985)[CONFIRM and CONFIRMCELL for diagnostic products for medical laboratories]; In re Rexel,

Inc., 223 U.S.P.Q. 830 (T.T.A.B. 1984) [GOLIATH and LITTLE GOLIATH for office supplies].  Unlike the marks at issue in the cited cases, EPA’s mark and WDOT’s mark are encountered

in different settings and are targeted to different market audiences.  

            The very different nature of the services offered in connection with these marks will make it unlikely that consumers will be confused as to the source or sponsorship of the services, which

is a key inquiry in determining whether there is a likelihood of confusion. Id., at 1342; In re Shell Oil Co., 992 F. 2d 1204 (Fed. Cir. 1993).  Consumers are not likely to conclude that a mark

connected to a service for informing motorists of traffic hazards (SMARTWAYS) is from the same source as a service that educates businesses and consumers about cleaner and more fuel

efficient transportation options, which is one factor entering into a business’ or consumer’s decision on what transportation option to buy.   Without precise knowledge, it is more likely that 

consumers will conclude that WDOT’s SMARTWAYS service is offered by a public service or government agency that is local in scope (Wisconsin roads and highways), while EPA’s

SMARTWAY (with design) mark identifies a service sponsored by a public service or government agency that is national in scope.

 

2.         The conditions under which and consumers to whom the services identified by the two marks will be marketed are sufficiently different to avoid a likelihood of confusion.

 

            The services bearing the marks are not promoted in such a way that consumers will erroneously conclude that they come from the same source.  Local Trademarks, Inc. v. The Handy

Boys, Inc., 16 U.S.P.Q. 1156 (T.T.A.B. 1990).   SMARTWAYS is promoted not to purchasers but to motorists to help them make their travel safer and more convenient.  In contrast, the



SMARTWAY (with design) mark is promoted to businesses and consumers to enable them to make discriminating decisions about the relative environmental benefits of a range of transportation

options that they are considering purchasing.  

            The two marks will apply to unrelated services and each will be promoted in different ways to reflect the economic purposes of businesses and consumers.  Consumers and businesses are

not likely to conclude that the two marks are from the same source.  Consequently, the SMARTWAY (with design) mark is not likely to cause confusion with the SMARTWAYS mark.

 

3.         EPA’s SMARTWAY (with design) mark is not likely to be confused with WDOT’s mark because the two marks are sufficiently different in appearance, sound and connotation .

 

            Although there are obvious similarities between EPA’s mark and the WDOT’s SMARTWAYS, the overall appearance of the two marks differ sufficiently to make confusion unlikely.  

When it is displayed, the word SMARTWAYS will be preceded by a circle fancifully trisected by a three-pronged design called a triskelion.  This distinctive design has no relationship to the

word SMARTWAYS, so it operates as a significant and separate feature of a dual-featured mark, unlike the Agency’s mark.  EPA’s mark, on the other hand, contains a more literal design with

features that are readily encountered by the public (road, leaf and cloud) and which connote the idea of clean transportation.  The display of this additional matter on one of the marks is sufficient

to distinguish the two marks when they are viewed in their entirety and avoid a likelihood of confusion. In re Electrolyte Laboratories, Inc., 929 F. 2d 645 (Fed. Cir. 1990) [the letters EFF

following the K+ element of registrant’s mark serves to distinguish it from applicant’s K+ mark]; see also In re Shawnee Milling Co., 225 U.S.P.Q. 747 (T.T.A.B. 1985) and W.W.W.

Pharmaceutical Co. v. Gillette Co., 984 F. 2d 567 (2d Cir. 1993) [addition of house names distinguish otherwise similar marks].

            In addition, the plural and singular forms create different connotations to consumers.  The SMARTWAYS mark identifies a service that provides commuters with information on the

multiple traveling options available to them.  Hence, the plural form of the word mark.  The singular SMARTWAY (with design) identifies a service that will inform a wide range of businesses

and consumers that there is a single, recommended course of action in choosing among transportation options.

 

4.         There is no evidence of actual confusion between the registered marks or between WDOT’s registered marks and EPA’s new mark .

 

            WDOT’s SMARTWAYS mark and EPA’s SMARTWAY marks have coexisted for at least three years.   In that time, the Agency has received no reports that the source of its marks and

WDOT’s mark are being confused by the public, and neither party has felt the need to invoke the consultation provisions of the earlier Agreement.   Although the mark EPA is now seeking to

register has been used in commerce for only a short period, the Agency does not anticipate that it will be confused.  The potentially confusing elements in all these marks are similar, but

experience has shown that the areas of distinction – in connected services, in target audience and in appearance – are sufficient.

 

CONCLUSION

 

            In view of the foregoing remarks, EPA maintains that its SMARTWAY (with design) mark is not likely to be confused with the WDOT’s SMARTWAYS mark identified by the

examining attorney, and that its application should be published for opposition.  EPA invites the examining attorney to telephone the undersigned if there are any additional questions regarding

the application.

 

 

Respectfully submitted

Date:    April 29, 2008

 

By:                                                                   _/Geoff Cooper/__________________
Geoff Cooper

Assistant General Counsel                                                                                            
Intellectual Property Practice Group
U.S. Environmental Protection Agency
12th & Pennsylvania Avenue, N.W.
Washington, D.C.  20004
(202) 564-5451                                              
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To the Commissioner for Trademarks:

Application serial no. 77225038 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE   
 
Serial No: 77/225038                                                                        
                                                                                                           

Applicant: U.S. Environmental Protection Agency                                     
                                                                                                                                                                                   
                                               
Filed:  July 9, 2007
                                                                                                                                                    
                       

                                                                                                                                                                                   
                                                                       

Mark: SMARTWAY (with design)
                                                                                                  

                                                                                                           
Examining Attorney: Michael Litzau
                                                                                  

                                                                                                           
Law Office: 104
                                                                                                                                                        

                                                                                                           
______________________________________________________
 
 
AMENDMENT AND RESPONSE TO OFFICE ACTION
           
To the Commissioner for Trademarks -- 
 

            Applicant U.S. Environmental Protection Agency (“EPA” or “Agency”) submits this response to the Office Action dated December 21,

2007:
 
RESPONSE TO OFFICE ACTION
 

            In an Office Action dated October 22, 2007, the examining attorney refused registration of EPA’s SMARTWAY (with design) mark

because of a likelihood of confusion with the mark in U.S. Registration Number 2,796,642.  The mark cited against EPA’s SMARTWAY

(with design) mark consists of a trisected circular design accompanied by the word SMARTWAYS. 

            In a November 19, 2007 response to the Office Action, the applicant explained that the Agency had previously entered into an Agreement

with the State of Wisconsin’s Department of Transportation (“WDOT”), the owner of the SMARTWAYS mark, under which WDOT consented



to EPA’s registration and use of the SMARTWAY and SMARTWAY TRANSPORT marks.   Although the SMARTWAYS mark had also been

identified as a barrier to registration of Applicant’s earlier marks, EPA’s SMARTWAY and SMARTWAY TRANSPORT marks were

subsequently registered under U.S. Registration Numbers 3,216,106 and 2,967,906.  EPA also obtained registration for a third mark, US EPA

Certified SMARTWAY, U.S. Registration Number 3,220,604, which consists of the same design element as the mark in this application.     

            In the most recent Office Action, the examining attorney again refused registration of Applicant’s SMARTWAY (with design) mark

because of a likelihood of confusion with the mark in U.S. Registration Number 2,796,642.  The examining attorney correctly noted that the

agreement EPA submitted in its earlier response was not applicable to the most recent  application. 

            Applicant has now entered into another Agreement for Concurrent Use (“Agreement”) with WDOT under which WDOT consents to

Applicant’s registration and use of the SMARTWAY (with design) mark.   This Agreement, which is attached to Applicant’s response and is

designated as Exhibit A (“Ex. A”), explains the reasons why Applicant and Registrant see no likelihood of confusion between the two marks.

                       

A.        EPA and WDOT agree that concurrent use of the SMARTWAY (with design) and SMARTWAYS marks would not create

a likelihood of confusion.

           

            In the attached Agreement, WDOT consents to the registration and use of EPA’s SMARTWAY (with design) mark.   Ex. A, ¶ 12. 

WDOT and EPA do not believe that the use of the SMARTWAYS marks and the Agency’s SMARTWAY (with design) mark is likely to cause

confusion and agree to take any necessary steps to avoid the potential for confusion. 

            EPA and WDOT, the parties with the most interest in avoiding confusion and most familiar with the proximity of their services in the

marketplace, conclude that confusion between the two marks is not likely.  The Agreement recites the parties’ determinations that the services to

which the two marks are connected are “in very different channels of commerce”,  Id. ¶ 9, and that these two services are aimed “at different

prospective consumers”. Id.  WDOT’s service provides information and advisories to motorists on Wisconsin highways about weather

conditions, congestion and other traffic hazards. Id. ¶¶ 2 & 9.   In contrast, the market for EPA’s services is not motorists but business and

consumer purchasers.  EPA’s service provides information to them about cleaner and more efficient transportation options, like fuel efficient

vehicles and energy-conscious merchandise shippers.  Id. ¶ 8.  EPA and WDOT also agree that neither intends to expand its services – and the

use of their respective marks – into the services

offered by each other, Id. ¶ 11, and that, should the potential for confusion arise in the future, both parties will consult in good faith, and EPA will

take the appropriate steps, to avoid confusion. Id. ¶ 13.

            The Agency contends that the mark in its new application – with the road, leaf and cloud design -- is even more different visually than

those that WDOT and EPA considered not likely to be confused in the earlier agreement between the two parties.  After that agreement was

executed with respect to the Agency’s two earlier, SMARTWAY and SMARTWAY TRANSPORT service marks, EPA applied for and

registered a third mark that prominently featured the word SMARTWAY (U.S. Registration No. 3,220,604).  The U.S. Patent and Trademark

Office did not cite the WDOT mark as a barrier to registration of this later EPA certification mark because of a likelihood of confusion.  

            It has been nearly three years since EPA’s first mark was registered.   In that time, EPA has received no indication that either of its

registered service marks, SMARTWAY and SMARTWAY TRANSPORT, nor its more recently registered SMARTWAY certification mark,

have been confused with WDOT’s SMARTWAYS mark.

            In response to the earlier Office Action on this application, EPA maintained that even in the absence of the earlier agreement between

EPA and WDOT, there is no likelihood of confusion when WDOT’s mark and EPA’s SMARTWAY (with design) are compared in the context

of the factors for comparison that are most relevant in this situation.  For the same reasons, EPA continues to believe that there would be no

likelihood of confusion between the WDOT mark and EPA’s SMARTWAY (with design) mark even in the absence of the more recent

agreement between the two parties.  For convenience of this examination, EPA is restating the reasoning from the Agency’s November 19, 2007

Office Action response.

 

B.        There is no likelihood of confusion when WDOT’s mark and SMARTWAY (with design) are compared in the context of

the factors for comparison that are most relevant in this situation.

 

            EPA maintains that the factors that are most relevant for comparison in this situation are: (1) the relatedness of the services to which the

marks apply; (2) the conditions under which, and consumers to whom, the services are offered; (3) the similarity of the marks in appearance,

sound and connotation, and: (4) evidence of actual confusion. In re E. I. du Pont de Nemours & Co., 476 F.2d 1357 (C.C.P.A. 1973); In re

Majestic Distilling Co., 315 F. 3d 1311, 1315 (Fed. Cir. 2003); T.M.E.P. § 1207.01.

 

1.         The service to which WDOT’s mark is connected is unrelated to the service connected to the SMARTWAY (with design) mark .

 

            WDOT’s   SMARTWAYS and EPA’s SMARTWAY (with design) marks both pertain to vehicles and transportation in the broadest

sense, but there the similarities between the marks end.  The two marks are not used in connection with competing goods and services.

            The SMARTWAYS mark identifies the State of Wisconsin’s “intelligent transportation system,” its system for alerting motorists about



weather conditions, traffic congestion and construction locations while they are driving.  Ex. A ¶ 2.  In contrast, EPA’s SMARTWAY (with

design) mark is connected to an entirely different service than WDOT’s. The SMARTWAY (with design) service is not an alternative to the

State of Wisconsin’s or any other entity’s   system for optimizing highway and roads usage.  The SMARTWAY (with design) mark will identify

a service that provides businesses and consumers with specific information about the environmental benefits of transportation choices –   for

example, information on fuel-efficient vehicles and the energy efficiency practices of merchandise shippers – not information to motorists about

the convenience of different travel choices.   Id. ¶ 8.  Recently, the Federal Circuit found that a registrant’s restaurant services and applicant’s

beer were sufficiently different to avoid any likelihood of consumer confusion, even though both displayed a mark in which the words BLUE

MOON were prominent and even though both parties competed in the food and beverage sector.  In re Coors Brewing Company, 343 F. 3d 1340

(Fed. Cir. 2003).  EPA believes that the differences among the two services at issue here are greater still than the services considered sufficiently

different for purposes of the likelihood of confusion test by the Coors Brewing Company decision.

            The examining attorney cited several cases where identical or similar marks have been found to be confusingly similar because they

identify related goods.  Each cited case involved products in much closer proximity than the services connected to EPA’s and WDOT’s marks,

however.  For example, In re Martin’s Famous Pastry Shoppe, Inc. , 748 F. 2d 1565 (Fed. Cir. 1984) concerned identical marks (MARTIN’S)

used for bread and cheese, both foods and both regularly available at the same locations: food stores.  Similarly, In re Melville Corp., 18 U.S.P.Q.

2d 1386 (T.T.A.B. 1991) concerned identical marks (ESSENTIALS) for shoes and women’s clothing – again, both of which are encountered by

consumers in the same setting, in this case women’s clothing stores. See also, In re Corning Glass Works, 229 U.S. P.Q. 65 (T.T.A.B.

1985)[CONFIRM and CONFIRMCELL for diagnostic products for medical laboratories]; In re Rexel, Inc., 223 U.S.P.Q. 830 (T.T.A.B. 1984)

[GOLIATH and LITTLE GOLIATH for office supplies].  Unlike the marks at issue in the cited cases, EPA’s mark and WDOT’s mark are

encountered in different settings and are targeted to different market audiences.  

            The very different nature of the services offered in connection with these marks will make it unlikely that consumers will be confused as

to the source or sponsorship of the services, which is a key inquiry in determining whether there is a likelihood of confusion. Id., at 1342; In re

Shell Oil Co., 992 F. 2d 1204 (Fed. Cir. 1993).  Consumers are not likely to conclude that a mark connected to a service for informing motorists

of traffic hazards (SMARTWAYS) is from the same source as a service that educates businesses and consumers about cleaner and more fuel

efficient transportation options, which is one factor entering into a business’ or consumer’s decision on what transportation option to buy.  

Without precise knowledge, it is more likely that  consumers will conclude that WDOT’s SMARTWAYS service is offered by a public service

or government agency that is local in scope (Wisconsin roads and highways), while EPA’s SMARTWAY (with design) mark identifies a service

sponsored by a public service or government agency that is national in scope.

 

2.         The conditions under which and consumers to whom the services identified by the two marks will be marketed are sufficiently

different to avoid a likelihood of confusion.

 

            The services bearing the marks are not promoted in such a way that consumers will erroneously conclude that they come from the same

source.  Local Trademarks, Inc. v. The Handy Boys, Inc., 16 U.S.P.Q. 1156 (T.T.A.B. 1990).   SMARTWAYS is promoted not to purchasers but

to motorists to help them make their travel safer and more convenient.  In contrast, the SMARTWAY (with design) mark is promoted to

businesses and consumers to enable them to make discriminating decisions about the relative environmental benefits of a range of transportation

options that they are considering purchasing.  

            The two marks will apply to unrelated services and each will be promoted in different ways to reflect the economic purposes of

businesses and consumers.  Consumers and businesses are not likely to conclude that the two marks are from the same source.  Consequently, the

SMARTWAY (with design) mark is not likely to cause confusion with the SMARTWAYS mark.

 

3.         EPA’s SMARTWAY (with design) mark is not likely to be confused with WDOT’s mark because the two marks are sufficiently

different in appearance, sound and connotation.

 

            Although there are obvious similarities between EPA’s mark and the WDOT’s SMARTWAYS, the overall appearance of the two marks

differ sufficiently to make confusion unlikely.  When it is displayed, the word SMARTWAYS will be preceded by a circle fancifully trisected by

a three-pronged design called a triskelion.  This distinctive design has no relationship to the word SMARTWAYS, so it operates as a significant

and separate feature of a dual-featured mark, unlike the Agency’s mark.  EPA’s mark, on the other hand, contains a more literal design with

features that are readily encountered by the public (road, leaf and cloud) and which connote the idea of clean transportation.  The display of this

additional matter on one of the marks is sufficient to distinguish the two marks when they are viewed in their entirety and avoid a likelihood of

confusion. In re Electrolyte Laboratories, Inc., 929 F. 2d 645 (Fed. Cir. 1990) [the letters EFF following the K+ element of registrant’s mark

serves to distinguish it from applicant’s K+ mark]; see also In re Shawnee Milling Co., 225 U.S.P.Q. 747 (T.T.A.B. 1985) and W.W.W.

Pharmaceutical Co. v. Gillette Co., 984 F. 2d 567 (2d Cir. 1993) [addition of house names distinguish otherwise similar marks].

            In addition, the plural and singular forms create different connotations to consumers.  The SMARTWAYS mark identifies a service that

provides commuters with information on the multiple traveling options available to them.  Hence, the plural form of the word mark.  The singular

SMARTWAY (with design) identifies a service that will inform a wide range of businesses and consumers that there is a single, recommended

course of action in choosing among transportation options.



 

4.         There is no evidence of actual confusion between the registered marks or between WDOT’s registered marks and EPA’s new

mark.

 

            WDOT’s SMARTWAYS mark and EPA’s SMARTWAY marks have coexisted for at least three years.   In that time, the Agency has

received no reports that the source of its marks and WDOT’s mark are being confused by the public, and neither party has felt the need to invoke

the consultation provisions of the earlier Agreement.  Although the mark EPA is now seeking to register has been used in commerce for only a

short period, the Agency does not anticipate that it will be confused.  The potentially confusing elements in all these marks are similar, but

experience has shown that the areas of distinction – in connected services, in target audience and in appearance – are sufficient.

 

CONCLUSION

 

            In view of the foregoing remarks, EPA maintains that its SMARTWAY (with design) mark is not likely to be confused with the WDOT’s

SMARTWAYS mark identified by the examining attorney, and that its application should be published for opposition.  EPA invites the

examining attorney to telephone the undersigned if there are any additional questions regarding the application.

 

 

Respectfully submitted

Date:    April 29, 2008

 

By:                                                                   _/Geoff Cooper/__________________
Geoff Cooper

Assistant General Counsel
                                                                                            

Intellectual Property Practice Group
U.S. Environmental Protection Agency
12th & Pennsylvania Avenue, N.W.
Washington, D.C.  20004
(202) 564-5451                                              

EVIDENCE
Evidence in the nature of The evidence submitted consists of an Agreement for Concurrent Use of Smartways and Smartway Marks Between the
State of Wisconsin Department of Transportation and the United States Environmental Protection Agency has been attached.
Original PDF file:
evi_13467614-145637897_._Smartway_with_Design_Consent_Agreement.pdf
Converted PDF file(s) (3 pages)
Evidence-1
Evidence-2
Evidence-3

SIGNATURE(S)
Response Signature
Signature: /Geoff Cooper/     Date: 04/29/2008
Signatory's Name: Geoff Cooper
Signatory's Position: Attorney of record

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the applicant's attorney or an
associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent not
currently associated with his/her company/firm previously represented the applicant in this matter: (1) the applicant has filed or is concurrently
filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the applicant's appointed U.S. attorney or
Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.
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