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UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 77/394276

MARK: GREEN PATENT BLOG

| *77394276*

LANE, ERIC L. RESPOND TO THIS ACTION:

8810 VIA ANDAR http:/www.uspto.gov/teas/e TEASpageD.htm
SAN DIEGO, CA 92122-1521

GENERAL TRADEMARK INFORMATION:
http://'www.uspto.gov/main/trademarks.htm

APPLICANT: Lane, Eric L.

CORRESPONDENT’S REFERENCE/DOCKET NO:
N/A :

CORRESPONDENT E-MAIL ADDRESS:
elane@law.gwu.edu

OFFICE ACTION

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS OFFICE ACTION WITHIN 6
MONTHS OF THE ISSUE/MAILING DATE.

ISSUE/MAILING DATE: 7/16/2008
THIS IS A FINAL ACTION.

The examining attorney acknowledges the applicant’s response to the office action. The section 2(e)(1) refusal is made FINAL.

Merely Descriptive

The examining attorney refuses registration on the Principal Register because the proposed mark merely describes the services. Trademark
Act Section 2(e)(1), 15 U.S.C. §1052(e)(1); see TMEP §§1209.01(b), 1209.03 et seq. A mark is merely descriptive if it describes an ingredient,
quality, characteristic, function, feature, purpose or use of the specified services. TMEP §1209.01(b); see In re Steelbuilding.com, 415 F.3d
1293, 1297, 75 USPQ2d 1420, 1421 (Fed. Cir. 2005); In re Gyulay, 820 F.2d 1216, 1217-18, 3 USPQ2d 1009, 1010 (Fed. Cir. 1987).
Moreover, a mark that identifies a group of users to whom an applicant directs its services is also merely descriptive. TMEP §1209.03(i); see
In re Planalytics, Inc., 70 USPQ2d 1453, 1454 (TTAB 2004).

The determination of whether a mark is merely descriptive is considered in relation to the identified services, not in the abstract. /n re Abcor

Dev. Corp., 588 F.2d 811, 814, 200 USPQ 215, 218 (C.C.P.A. 1978); TMEP §1209.01(b); see, e.g., In re Polo Int'l Inc., 51 USPQ2d 1061

(TTAB 1999) (finding DOC in DOC-CONTROL would be understood to refer to the “documents” managed by applicant’s software, not

“doctor” as shown in dictionary definition);/n re Digital Research Inc., 4 USPQ2d 1242 (TTAB 1987) (finding CONCURRENT PC-DOS

merely descriptive of “‘computer programs recorded on disk™ where relevant trade used the denomination “concurrent” as a descriptor of a

particular type of operating system). “Whether consumers could guess what the product is from consideration of the mark alone is not the test.”
In re Am. Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).

A mark may be merely descriptive even if it does not describe the “full scope and extent’ of the applicant’s goods or services.” In re
Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71 USPQ2d 1370, 1371 (Fed. Cir. 2004) (citing In re Dial-A-Mattress Operating Corp., 240
F.3d 1341, 1346, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001)); TMEP §1209.01(b). It is enough if the term describes only one significant
function, attribute or property. [n re Oppedahl, 373 F3d at 1173, 71 USPQ2d at 1371; TMEP §1209.01(b).

As stated in the first office action, “GREEN PATENT BLOG” immediately describes the services. “BLOG” is generic for the services as the
services are, per the description of services, “blogs.” “Green Patent” describes the subject of the blogs. “Green” is commonly understood,
descriptive, wording for things and subjects which involve clean technology and renewable energy. “Patent” describes the subject of the blog
as patents are a type of intellectual property. Taken together, the wording is merely descriptive as applicant provides blogs which provide
information and opinion on patents in the field of green technology.

Applicant argues that “GREEN" has many meanings. However, descriptiveness is considered in relation to the relevant services. The fact that
a term may have different meanings in other contexts is not controlling on the question of descriptiveness. In re Chopper Indus., 222 USPQ
258,259 (TTAB 1984); In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979); TMEP §1209.03(e). Here, in relation to blogs featuring
clean technology and renewal energy technology, “green” immediately describes a subject of the service.

Applicant notes that other blog trademarks have been registered. However, the wording INVENT in “THE INVENT BLOG" is arguably
suggestive. Further, PATENT PENDING BLOG is registered only on the Supplemental Register with a disclaimer of BLOG as generic. See
attached. Thus, this evidence submitted by the applicant supports a finding of descriptiveness rather than rebuts the refusal. See also the
attached third party “BLOG” registrations on the Supplemental Register.



Further attached are web pages showing use of the wording “green patents.” Included are pages of applicant’s blog. The July 9™, 2008 entry
defines the wording "GREEN"” as descriptive. Applicant states: “This offers one lesson for applicants seeking federal registrations for eco-
marks containing such eco-descriptive terms as GREEN or CLEAN: add a non-descriptive, arbitrary word to your mark to spice things up and
improve your chances of success in the PTO.” Applicant’s blog on the prosecution of the current application states “I drafted the listing of
services to indicate their green aspect.” This evidence shows that “green” is descriptive of the subject of applicant’s services. Additionally,
applicant’s blog uses the wording “GREEN PATENTS” descriptively in the July 6" 2008 title “Granted Green Patents Peter in First Quarter of
2008 and the February 13 2008 title “Green Patents Gratis: Sharing Eco-Friendly Technology.”

“Green Patent Blog” immediately describes the subject of the services as applicant provides a blog featuring content on patents involving
“green” or clean technology and renewal energy. Thus, the wording is merely descriptive and must be denied registration.

The applied-for mark has been refused registration on the Principal Register. Applicant may respond to the refusal by submitting evidence and
arguments in support of registration and/or by amending the application to seek registration on the Supplemental Register. See 15 U.S.C.
§1091; 37 C.F.R. §§2.47, 2.75(a); TMEP §§801.02(b), 816. Amending to the Supplemental Register does not preclude applicant from
submitting evidence and arguments against the refusal(s).

Note that a disclaimer of the wording BLOG is required if applicant amends to the supplemental register. The computerized printing format
for the Trademark Olfficial Gazette requires a standard form for a disclaimer. TMEP section 1213.08(a)(i). A properly worded disclaimer
should read as follows:

No claim is made to the exclusive right to use “BLOG” apart from the mark as shown.
See In re Owatonna Tool Co., 231 USPQ 493 (Comm'r Pats. 1983).

If applicant does not respond within six months of the mailing date of this final Office action, the application will be abandoned. 15 U.S.C.
§1062(b); 37 C.F.R. §2.65(a). Applicant may respond to this final Office action by:

(1)  Submitting a response that fully satisfies all outstanding requirements, if feasible; and/or
(2) Filing an appeal to the Trademark Trial and Appeal Board, with an appeal fee of $100 per class.
37 C.F.R. §§2.6(a)(18), 2.64(a); TBMP ch. 1200; TMEP §714.04.

In certain rare circumstances, a petition to the Director may be filed pursuant to 37 C.F.R. §2.63(b)(2) to review a final Office action that is
limited to procedural issues. 37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R. §2.146(b); TBMP §1201.05; TMEP §1704 (explaining
petitionable matters). The petition fee is $100. 37 C.F.R. §2.6(a)(15).

TEAS PLUS APPLICANTS MUST SUBMIT DOCUMENTS ELECTRONICALLY OR SUBMIT FEE: TEAS Plus applicants should submit
the following documents using the Trademark Electronic Application System (TEAS) at http//www uspio.gov/teas/index html: (1) written
responses to Office actions; (2) preliminary amendments; (3) changes of correspondence address; (4) changes of owner’s address; (5)
appointments and revocations of attorney; (6) amendments to allege use; (7) statements of use; (8) requests for extension of time to file a
statement of use, and (9) requests to delete a §1(b) basis. If any of these documents are filed on paper, they must be accompanied by a $50 per
class fee. 37 C.F.R. §§2.6(a)(1)(iv) and 2.23(a)(i). Telephone responses will not incur an additional fee. NOTE: In addition to the above,
applicant must also continue to accept correspondence from the Office via e-mail throughout the examination process in order to avoid the
additional fee. 37 C.F.R. §2.23(a)(2).

/Daniel Capshaw/
Trademark Attorney
Law Office 110
571.272.9356

RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the form at
hiip://www.uspio.goviteas/e TEASpageD.htm, waiting 48-72 hours if applicant received notification of the Office action via e-mail. For
technical assistance with the form, please e-mail TEAS/uspto.gov. For questions about the Office action itself, please contact the assigned
examining attorney. Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed responses.

If responding by paper mail, please include the following information: the application serial number, the mark, the filing date and the name,
title/position, telephone number and e-mail address of the person signing the response. Please use the following address: Commissioner for
Trademarks, P.O. Box 1451, Alexandria, VA 22313-1451,

STATUS CHECK: Check the status of the application at least once every six months from the initial filing date using the USPTO Trademark
Applications and Registrations Retrieval (TARR) online system at http::/tarr.uspto.gov. When conducting an online status check, print and




maintain a copy of the complete TARR screen. If the status of your application has not changed for more than six months, please contact the
assigned examining attorney.



Print: Jul 10, 2008 77204800

DESIGN MARK

Serial Number
11204800

Status
REGISTERED

Word Mark
INSURANCE COVERAGE LAW BLOG

Standard Character Mark

Yesg

Registration Number
3443163

Date Reqgistered
2008/06/03

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
{4} STANDARD CHARACTER MARK

Owner

Rossmiller, David P. INDIVIDUAL UNITED STATES Suite 1500 851 SW Sixth
Ave Portland OREGON 37204

Goods/Services

Class Status -- ACTIVE. IC 041. Us 100 101 107. & & S: Online
journals, namely, blogs featuring news, information, and legal
analysls relatling to lngurance coverage law. First Use: 2006/01/24.
First Use In Commerce: 2008/01/24.

Disclaimer Statement
NO ©LATM IS MADE TO THE EXCLUSIVE RIGHT TO USE "BLOG" APART FROM THE
MARK AS SHOWN.

Filing Date
2007/06/13

Amended Register Date
2008/04/23

Examining Attorney
SLOAN, CYNTHIA



Print: Jul 10, 2008 77204800

Attomey of Record
Matthew R. Wilmot



Insurance Coverage Law Blog



Print: Jul 10, 2008 77322732

DESIGN MARK

Serial Number
19322732

Status
REGISTERED

Word Mark
MED LAW BLOG

Standard Character Mark

Yes

Registration Number
3411213

Date Registered
2008/04/08

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
(4) STANDARD CHARACTER MARK

Owner
TUCKER ARENSBERG, PC CORPORATION PENNSYLVANIA Tucker Arensberg, PC
1500 One PPG Place Pittsburgh PENNSYLVANIA 15222

Goods/Services

Class Status -- ACTIVE. IC 041. Us 100 101 107. G & S: On-line
journals, namely, klogs featuring the exchange of information about
the health care industry. Flrst Use: 2004/06/04. Filrst Use In
Commerce: 2004/06/04.

Disclaimer Statement
NO CLATM IS MADE TO THE EXCLUSIVE RIGHT TO USE "BLOG™ APART FROM THE
MARK AS SHOWN.

Filing Date
2007/11/06

Examining Attorney
POLZER, NATALIE

Attorney of Record
LEE KIM AND RALPH F. MANNING



MED LAW BLOG
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DESIGN MARK

Serial Number
78655695

Status
REGISTERED

Word Mark
THE GOLF BLOG

Standard Character Mark

Yes

Registration Number
3105384

Date Registered
2006/06/13

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
(4) STANDARD CHARACTER MARK

Owner

Lee, Edward INDIVIDUAL UNITED STATES 1716 Andover Road Columbus OHIO
43212

Goods/Services

Class Status —-- ACTIVE. IC 041. US 100 101 107. G & 3: Providing
on-line information, news and analysis relating to golf. First Use:
2004/01/15. Filrst Use In Commerce: 2004/01/15.

Disclaimer Statement

NQ CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "BLOG"™ APART FROM THE
MARK AS SHOWN.

Filing Date
2005/06/22

Amended Register Date
2006/03/24

Examining Attorhey
FOLMAR, WINSTON



Print: Jul 10, 2008 78655695

Attormey of Record
John J. Okuley



THE GOLF BLOG



Print: Jul 10, 2008 78845274

DESIGN MARK

Serial Number
18845274

Status
REGISTERED

Word Mark
BATENT BENDING BLOG

Standard Character Mark

Yes

Registration Number
33758815

Date Registered
2008/02/05

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
{4) STANDARD CHARACTER MARK

Owner
Robert L. Shaver INDIVIDUAL UNITED STATES 1515 Shenandoah Boise IDAHO
83712

GoodsiServices

Class Status -—- ACTIVE. IC 041. UsS 100 101 107. G & 8S: Online
journals, namely blogs featuring news and information relating to the
history of technology and 1lntellectual property law., Flrst Use:
2004/11/30. Firast Use In Commerce: 2004/11/30.

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "BLOG™ APART FRCOM THE
MARK AS SHOWN.

Filing Date
2006/03/24

Armended Register Date
2007/12/17

Examining Attorney
MCCOY, KELLY



Print: Jul 10, 2008 78845274

Attormey of Record
Robert L. Shaver



Patent Pending Blog



Print: Jul 10, 2008 78854521

DESIGN MARK

Serial Number
78854521

Status
REGISTERED

Waord Mark
BLOG YOQUR HOME

Standard Character Mark

Yeg

Registration Number
3252603

Date Registered
2001/08/12

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
{4) STANDARD CHARACTER MARK

Owner
Site Tutor, Inc. CORPORATICON CALIFORNIA 1330 Orange Avenue, Sulte 326
Coronado CALIFORNIA 532118

Goods/Services
Class Status —-- ACTIVE. IC (036. US 100 101 10z. G & 3: On-line
residential real estate listing services. First Use: 2006/03/14.

First Use In Commerce: 2008/03/14.

Filing Date
2006/04/05

Amended Register Date
2007/03/21

Examining Attorney
DWYER, JOHN



BLOG YOUR HOME



Print: Jul 10, 2008 78908388

DESIGN MARK

Serial Number
78008388

Status
REGISTERED

Word Mark
BLOG TALK RADIO

Standard Character Mark

Yes

Registration Number
3403905

Date Registered
2008/03/25

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
{(4) STANDARD CHARACTER MARK

Owner
phonemyblog, L.L.C. LIMITED LIABILITY COMPANY NEW JERSEY 25 Old Farms
Road Woodcliff Lake NEW JERSEY 07677

Goods/Services

Class Status -- ACTIVE. IC (Q4z. UsS 100 101. G & S: Computer
services, namely, hosting and maintaining an online website for others
to host a call-1in talk show vla a glokal communicatlong network.

First Use: 2006/07/28. First Use In Commerce: 2008/07/28.

Filing Date
2006/06/ 14

Amended Register Date
2008/01/18

Examining Attorney
BUTLER, ANDREA

Attorney of Record
Robert Trent Pipes



BLOG TALK RADIO



Print: Jul 10, 2008 78927554

DESIGN MARK

Serial Number
78627554

Status
REGISTERED

Word Mark
THE APPRAISER BLOG

Standard Character Mark

Yes

Registration Number
3383623

Date Registered
2008/02/12

Type of Mark
SERVICE MARK

Register
SUPPLEMENTAL

Mark Drawing Code
(4) STANDARD CHARACTER MARK

Ovwner

Thompson & Company Appraisal Services LTD LIAB CO NEVADA 7015 Burnside
Drive San Jose CALIFORNIA 551203219

Goods/Services
Class Status -- ACTIVE. IC 041. UuUs 100 101 107. G & 5: Online
journals, namely, bleogs for the exchange of information and opinions

pertalning to the appralisal industry. Flrst Use: 2006/02/01. First
Use In Commerce: 2008/00/16.

Disclaimer Statement
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT To USE "BLOG™ APART FROM THE
MARK AS SHOWN.

Filing Date
2006/01/12

Amended Register Date
2007/05/04

Examining Attorney
I22I, MARILYN
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Attormey of Record
Matthew T. Welker, E=aq.



The Appraiser Blog
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Green Apple Cleaners: Cleaning Clothes with
Clean Technology
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About the Author

Erc Lane is & patent attorney at
e, Forward, Harmiltan & Scoipps
in San Diego, vhere he isin the
Intellzctus] Property and Clirnate
Change & Clean Techrologies
prachice groupc Mr. fLane car be
reavhed 3t (& A
eian»:nglu;eu:-:m.

Disclaimers

The cortent an this blog is not
lagal adwica, The opinicns
auprazsed in this blog reflect only
the present views of its author
and should not be attributed 1o
Luce Fareard ov its cherts,

E-mail Alerts

Tao recaive 5 free a-mail slart with
new Green Patent Blog posts,
send an e-miail to
alarz@luce, com with "blog sign
up” e the subject hne,
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awetis a federal registration for the GREEMN APPLE Categories
che tont ot Interestingly, Green Spple’s ec .

rark sailed tnuugh the U5, Patent 2 Trademark Office I,PTU) in
st might months,  svoiding  the : - . - "

-

it

Presumably, the PTO did not find SREEM APPLE CLEAMERS merely
descriptive of ervironmentally -friendly cleaning services bhecause of the
presence of the "APPLE” element in the rmark, This offers one lesson
for applicants sesking federal registrations for eco-marks containing
such eco-desoriptive terms as GREEN or CLEAN: add a non-descriphive,
arbitrary word to your mark to spuree things up and improve yoaur
chiances of success in the PTO,

Prosecuting Eco-Marks Part ll: GPB Responds to
“Merely Descriptive” Rejection Search l

Clean Tech Bluys

e, Patent 2 Trademark Office (PTO) in connection with the
ademary 3ppl|rat i tor GREEN PATENT BLOG 2J=]

B K “3ooas discussed previously, the trademark
sxaminer rzjected the application on the ground that the mark GREEM
PATENT BLOGG 5 “merely descoriptive” of blogs that provide information
o clean tech patents,
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becauss the term

Tgreen” has many meanings 0 addibon to the
ervdronmental and clean te f defimition, such 3% relating to plants or
25 a slang for money ar finance,
tareaver, some of those addibional defiitions comprise subyect matter

that, like cean tech, 15 the stuff of patents, For example, plant patents
are quite grevalent (think Monsarto, genetically-maodified crops, eto).
Finaraa wines patents are commaon as well,

GRE alzo argued that determining the
concaring  Careen” together wath requires & reasomng
process becsuse mast people do not tate Tgreen” characternstics
lachiether rlean tech. mareey, larts or something else) with intellectual
property 13w,

> provided under a mark

So advocate turned blogger turned blaggerfadvocate gave it Fis best

shot. In another few months, we'll see how GPB did,
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Granted Green Patents Peter in First Quarter of :
2008 g Tevs gt Fognaom

A study by the Haslin Rothenberg law mm shows that the number of
clean snergy patents granted by the U5, Patent & Trademark Cffice
(PTOY d d I rhw first quc:rfer of JII!DQ The newest installment
of the firm's ;o0 £ s ACERGT, published
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11, The top fon hct includes othor automotivie R A
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doesnt necessanly meassure mnovatorn or commercal success, Far
3 tze that, despite the relative dommance of fusl

Another question CEPGL doesnt answer s why thers was 3 firs
auarter cho in granted dean enesrgy patents. [s b due b fewer
appheatons being fled or fewer applcations being granted? Is the
PTO become tougher an clean energy patent applications ar perhaps
tougher in general? One way to nvestigate this would he to s=arch
the RT3's publzhed applications database in addition to zearching
zsued patents, A guarterly tally of the dean energy applications
wirilld sher cnme light an dlean snergy natent filings and might
provide 3 fuller picture of what s happerning in cean energy
innoyation,

Oerlikon Asserts Thin-Film Solar Production
Patent; Sunfilm Defends in Dusseldorf

& Swiss oampany that mabkes thin-fim sodar production

Equinrerit, Cerlban i3 the  worldwide  esdusive af
“roromorph’ tandecn cell technsingy, which b acgured o 2003 trom

the Lirversity of Meuchatel i 3 EN
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efficiEncy bmdr e the drnnrphuu; top cell C(:Jrl'\’pl'tf ti 2 Yis \bh« lluhf
from the sun while the microorystalline bottom cell absorbs sunlight in
the infrared pdrt of the spectrum,

The technology s coverad by a farmily of patents n‘nludlng Eumoean
patent EP 0 271 979 (EP patent) and .2 r

patent), and generally provides 3 process for mjhnn thin-film solar
rells usmg mucroorystalline  ar nanocrystalline  silicon iz
i Cerikon’s LS, patent, this patent family addresses
probiems of thin filn solar cell production and facilitates large scale
raductinm.

Last morth o

fsunfiler i the German Dv:tnr*t Crongt of Dus:fﬂldnrf
altegmg mifnngement of the EP patent.*

2re common method of laying ricracrystathne siicon on 3 substrate to
make solar cells is called Chermcal vapor Deposition (2VD) and involy
using one or more volatde gases, which react or decompase to deposi
the desired matenal, CWD often results in defects in the sdicon layer,
nclucing weak photocurrent and negative " doping.” (doping means
intentionally  adding impunties to 3 semiconductor Yo increase the

mumbier of free charge carriers;, the level of doping needs to

l‘D
w

=

e cantrolled to achieve effiuert solar cells), according to the U5,
patent, oxygen 08 one  culpnt that can cause in the
mirroery stailine =ilierin fayer. Cerlikban’s ratarted

techrnclogy overcomes these problems by punfying one of the gases
before the silicon deposition step to reduce the axygen content of the
deposition gas,

One inte ragt»ng pomnt here s that Cerbkon, a production eguiprent
manufacturer, has not sued a direct competitor 10 Sunfilm, but has
instead sued a competitors customer (Sunfilm iz g thin filmn solar cell
manufacturer, not 3 production equiprment maker)

Therefore, th
olans to 5L

s lawsuit has raiced the queshon whether Derbkon also
2 Sunfilrm’s  suppler, l"allfz:»rni.a production equipment
mabear Soeoe : L AAMATY P ;

ettt supply 3 cord line af ﬂ‘)BI'IHTEl!IIJHHl] w:;unun'xent)
sithinugh Cerikon denes that it inkands to sue aMAT far infringement,

AT kriows f may be o the hne of fire and has taken 3 preemptive
shep e e woork ol public oponog, - s
defending s manufactunng process
rAnnge Derhbon’s patent,
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Clean Up America Accused of Dirty Dealing

CwuT e

R N BRIt e IHYW1Y 15 a Lanta Kosa, Lalforma
ormpany  that  prondes  ervironmentally-compliant ndustial and
commercial cleaning services, PWI ceans nasty hydrocarbon and
repetallic contammants, ncluding aill, grease, heavy metals, diesel fusls
and later paints, using ds patented “oosed loop” waste treatment
systermn [all contained in the pretty truck pictured above and showrn n
the drawing below),




: 17 0N12 patent) e directed to a mobile waste
fr»ﬁarmml‘r 1% «twm including & wastewater trestment unit and a steam
rleanmg unt. The system, konsed in a ek o trader, sprays <team
onta 3 contaminated surface, The steam conderses and emulsifies the
surface  contaminants, which are vacuurmed up in the form of
contaminated water and pumped to the steam ceaning unit an the
rruck and thern piped to the wastew ater treatment urit,

The wastewater treatment unit churms the contarinated water with a
clay-hased atant (3 chemical that cause particles suspended n
solution ta come oot 3s flakes), The sludge that separates oub is
depasited on 3 porous coth an draimng trays, and the dramed water
1= re-used in the steam dearng urit, Sn important advantage of this
system (s that o provides on-site sepdaration of sohd and gquid waste
which facltates ervironmentally-friendly disposal,

Last month PWI sued . =30 o Ao [rez, (CUSY, 3 virgiria-based
cleaning eqguipment maker, 0 federal court in San Francisce for alleged
nfriengennent wl thee "012 0 pabend,  Wreach ol Lonbract,  raud
and interference thh business advartage. according to the camplaint

i 1,4 2003 PWI granted CUA 3 nom-exclusivea
CENSE ru use and sell PWI's patented technalogy. & weas obligated
o pay a rovalty for such use and sale. The agreement also gave PWI
cartam rnights to sell s clayv-bas

(
I
t

ed floroulants to LS custamers

Wl alleges that CUS owes royalties on products and services it sold
under the agreement and that CUS continues to sell and offer Drmjl cts
and services that mcorporate the technology of the 012 patent e
thouakh the agreement expired in 2008, PWI is secking damages and
3 court order emairung CUS from engaging sinfnnging actrety,

The fraud colaim g, without any factual support, that CUA
intentianally msreprasented s ntent fo pay PwWI o for uzse of the
patented technology, The federal rules of owil procedure require that a
fraud daim be pleaded with particularity, so ths daim could get tossed
if Pl doesnt amend its camplaint to provide more detail,

Green Patert Blog iz proudly po
iy and o
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PTO Rejects GREEN PATENT BLOG~*
Trademark Application as “Merely:
Descriptive”  (Prosecuting Eco-

Marks, Part l)

I February, 1 filed a trademark apphoation
the LL5. Patent & Trademark Office
BLOG. 1 fAgured [ would compromise my
green ntellectual property (IPY f T didn't take availab
tooprotect ey own greesn [P

I zvoided the trouble with eoo

application,
tsee o g

3 couple of previous posts

follows:

Fely Ix_L,ng (=
CM-LIME IDUFPHALS, HAMELY,
MFQEPOTION aMD LEGAL &talySIs PELSTING TO IMTELLEC
FROPERTY LAY I_w: JES 1M THE CLEAN  TECHMNOLDGY

o e

A R A et et T

L EGHL U N
(PTOY for GREEN PATENT
crediblity in matters af
Sl measures

o-marks that 1
i, That

‘1 afted the hsting of services 1o indicate their green aspect.

BLOGS FEATURPIMNG  MNEWS
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FEMEWARLE EMERGY [(MODUSTRIES

& few weeks 390, the PTO issued a first Office Action (.
n which the trademark examiner rejected GREEN PATENT BLOG
as “morely decoriptive” of blogs that prowids information on green
technology (a trademark can't be ragistered with the PTO f it iz a
generic term or descripfive of goods or services because that
would restrict competitors from conwveying formation about their
goods ar services).

ERS ]

Specifically, the examiner noted that BLOG is generic far blogging
services, and GREEM PATENT descrbes the subject matter of the
bing. The Office action stated that GREEN describes things that
mvalve clean technology or renewable energy, and PATENT i3
genenc for a form of intellectust property, Finally, the examiner
attached some evidence of internet usage of “green patents”
that he says shows that the term describes clean technelogy
patents,

.1
[

owill he formulating a response 1o the Uffice action in the next
week or twio and will report an it once s filed, But don't worry -
Green Patent Blog will fight the good fight, 11 go all the way to
the Suprems Court f [ have to,

3 Responses to “PTO Rejects GREEN PATENT BLOG
Trademark Application as “Merely
Descriptive” (Prosecuting Eco-Marks, Parti)”

Mike Says:

Gaad il wath the Sipremes U

Cnd wou file an application for the green arcle-P rark?
what sbout “greanpatentblog com”
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Framin Serafini Says:

S TR I g bA L

The argument of the Evamining Attornsy seems to be self-
defeating.  why should  SPEEM  PATENMT BLOE  be  refused
registration, while trademarks such as GREEN HMOMES CENTTRAL
fproviding information an green buildings), GREEM MBA {a MBA
prograrm  about  green issues), or IMIIDE GREEN BUSIMESS
(providing information about green business) have been held to be
regintrable? T fail Lo sew Uie conceplugl Jifferencs,

Stephanie Says:

] o,

Hrarn, Maybe you should change the subject matter of the blog to
golf. Then “Sreen” would no lenger “describe[] things that involve
clean technology or remewable energe” but rather, would refer to
puthing greens. Or change your last name to Sraen,

Leave a Reply

Submit Comment

Grezn Patent Blog s proudly powsred by
rezc LT T smd e e T
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About the Author
Archive for February 2008 Eric Lare is a patent sttorney at
&l Luce, Forward, Hamulton & Swipps
in Tan Diego, where he is in the
Irtellectual Froperty ard Clirnate
Chsnge & C iaan Techrologias
prachice gy
resched at |

Capturing Carbon Dioxide from the Air slarz@huce. com,

Disclaimers
The cantent on thiz blog is not

al advice. The apinions

ed in thos blog retlect only
tha prasent views of its author
and should not be aH'rlbuhf-d ta
Luce Forward or its

E-mail Alerts

To receive a free e-mail alart with
rew Green Paterd Blog posts,
zand an 2-mail to

slared@luce, carm with "blag sign
up” in the subjedt life,

This discussion was supposed to be part of Grzen Fatent Blog's Best n
007 post, a project that got lost amud holday festivities, So here it i

MW

Recent Posts
while the armportant effort to reduce or elimmate greenhouse gas
MISZIoNs  continues,  remoyving  previously  emtted  greenhouws
ases friom the air may become nec ry dependirg on how dire the
mate change [:IIULI|F‘mTPd”\" 15, That's what Columbia University
stklaus La

m

a4
-

g apparat
The (aminar sorubberis a

captunng COR called a larin

wand coliector having 3 set of flat plat ar lamellas,  srranged Archives
CEntme apart from each ather. s sucked through the clates by
3 mstural pressure gradient, wind or corvechion. & hvdrooide

- A o LS N, S B
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based sorbent flows down the plates while 3 lavered sirflow o
throuwgh the thin spaces between the plates. The contact betwesn the
air and the sorbent causes a chermical reaction which removes the
carhon dicade. The patent application «:onten’xplatp: aroups of faminar
sorubber units combined in larger superstructures - what some of
thig press reparts have called synthetic trees, uead articles

rrom rhp smnbnr hquuj H 3=} Hlmrr «:hpmwal rncrimda m the
app\n,atxon are more direct and  energy effinient than prior a3t
which require fransferring carbonate lons to caloium
Idlbuﬂa e mri then burning off the caloum, Lackner's process uses
electrodialysis, 0 which the sorbent flows through cells having
compartrnents separated by membrancs, At one end of the ool s o
positively charged anode, at the other 3 negatively charged cathode.
The membranes alsa ars charged to allow the passage of only positive
ors or negative ions between compartments; 3 positively charged
membrane traps positive jons while a negatively charged membrane
traps negative ons. Postive ions flow toward the cathode, negative
mns flow toward the anode, and the ons are trappad in compartments
slong the way based on the type of membrans separating each
compartment,  This  structure parates the sorbent solution into
hydrovide and 2022 by trapping and concentrating the negatively
charged hydroxide ons in 3 compartment bounded by 3 negatively
charged membrane. The C02is released n a3  concentrated, Search

[ urxzed stream, which can be segquestered or used for ather

BUrDOse Clean Tech Blogs

Tarim s e

ritiative to share patentsd technology that protects

Each company has donated 3t least one gatent
u-hlc!. 1= adrminestared hv the Lt
(ABCEDY, a eneva-

organization

trrﬂ‘tDtE‘> .u)tamjb{h in business, Companes choos2 which of

- paterts o contribute, and the Cumnmnb zelects for nclusion R
paterts that provide g drect or indirect environmental benefit, o ‘ N r, o
setected, the patents rmust also relate to 3 technology TIHM an R
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bas 5 e“tE‘d Trr Iy thP Bt
the Commons has 31 patents,
dorated by 1BM,

B3 of now,
of which were

the

The patents are identified on 3 -0 wooean s hosted by the
WELSD, and the technology s available to anvone, ncuding both
members {(those compamies that have contributed patents) and non-
members. The idea s to allow easy access ta environmentally-friendly
mnavation o that anyone well positioned to implament the technology

an do so, One major advantage of the Commons s the oross-
industw nature of the patent pool. While crossdicenses  within
industries  are common, they  are harder to come by betwesn
different mdustnes, and the diversty of the pool facilitates cross-
industry use of the techrialagy.

Members (known 43 "pledgers ™ sign a
to enforce the donsfed paterts ganst ¢ use the paterted
technology o achieve an environmentailly berneficial result (known as
“irmplementers”y, However, the donated patents technically are not in
the public domam becsuse the Commons allows pledaers to retan a
defenzive termmation cption, That 5, the ol
promeze not £o cue as to anplementars who a
Fgamst the pledger,

promising not

HISE WG

&r may termmate s
zert their own patents

Ar this point the Commons rdes gpt a bt comphicated: the power of
£

terrination wvares depending on whether or not the mplamenter
asserting its patent agamst the ledqpr 15 another pledqwr & pledger
may terminate ts nonassert against ancother pledoger enforcing an

unpledged paterd only if the unpledged patent has 3 ul fication on
ommons Classification List and the gooused products provide an
environmental benefit. That is, one pledger may sue another gledger
for nfrngerment of 3 patent outside the field of the Commons wathout
i s rights wathin thie Commons field, 2 oledger may terminste its
nona oaganst 3 non-gleoger who asserts any patent agamnst the
pledger,

Thers  are mare posts to come on the Eco-Pa
sequent post

COmmisns,
will discuzs zome of the patents avalable through

u

Clorox's New Eco-Marks
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sy
i ? Renewable Energy
Resources

Last month Cloroy introduced 3 line of natural mlﬂ;«mnr} praducts sold
under the Green Works brand name, The 3 are
made from  coconuts and lemon o, are Luudegt:qddulp and  are
packaged n recyclable bottles. The products’ green frademark Renewable Energy
. N - 5 . - . . e ) Resources - Biofuels
pratection  oomes  rom mulbple angles, nduding bothe ordinary )
trademarks and certfication marks (s my - on this
subyect),

Renewable Enerqgy
First, Clarox has apnlied for federal trademark remistrations for both Resources - Energy
the word mark SREEN “WORKS and the design mark (shown above) Efficiency
multiple  dasses  of goods ranging from soap, toothpaste  and :
dendorant to dishwasher and laundry detergents to plas wrap,
storage contaners and kitty lither, Most of the applications were filed
itk the WS Patent & Trademark Office last yoar and are still ponding,
aglthough one application for the ward mark i connechion with all
purpnse cearners was filed in late 2006 and has been 3llowead,

Renewable Energy
Resources - Geothermal

oo bby =Y Lo atio
The rodL [ rhfied by the Ernvironmental Protection Renewable Energy
]E Y5 (kD X - AL Nt RISl -2 ancd bear the Resuurtes - Suldar
certfication rvur& means the EPA has soreensd the i

mudurt« anr»—-ri pnt« for potential health and environmental efects
e, ick far class of o c3ls s

and concluded that they are low risk far the cass of chermeals used m Renewable Energy

that product, Resources - Wind

S

Finally, Clorox can impress consumers with a3
endorsement of the & product hne. The oo ;
also mwfmtwd by 2 Yer!era! trademark mgutrjtlorw
zoon will appear on the products,

Sreen Fatant EIm:J iz proudly p uwared iy
Cand - -
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GLTegldE T T A IBM, Nokis, and Sony back green-patennt

giveawsay
Janusry 14,2008 cooceros CURRENT RATIR

IBM, Nokia, and Sony back
green-patent giveaway

TAGS: e st n

Terster Do an

Tty by
As sustainabilty cortinues to percolate in minds of business and technology
leaders worldwide, we're witnessing more and more companies stepping up and

charing their resources and brainpawer tor the greater green good.

W aTet a oftang

1 oA aru

The latest example comes from lBM, who has partnered weith 743

§e3:0

séarig
s Cospecd {od Samtar e Dovelosment on an intistive to make
i iy s\faﬂshlﬂ A hnst nf donatend “F-,nvnmnmﬁrﬂallv raspnnsible” naterds Nnkia
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publicly available a host of donated “environmentally responsille” patents. Nokia, "'},Ia d e s s L
Sony, and Piney Bowes have thus far joined the cause. =

The portfolio of paterts, dubbed the Eco-Patert Commons, will “feature innovations ADDITIONAL RESOURCES

focused on environmental matters and innovations in manufacturing or business

processes where the Solution provides an environmerital beneft Bl wescasTs

Said benefts might be energy conservation, poliution prevention, usage of
environmentally preferable materials, and increased recycling opportunity .

"IN Addition to enabiing new players (o engage in protecting the environment, te
free exchange of valuable intellectusl property will accelerate work on the next
lavet of environmentsal challenges. YWe strongly urge other companies to contribute
to the Eco-Patent Commans," said Dr. Jokn E. Keliy 1, BM senior VP and director of
IBM Research, in a written statement.

Az Dwrite this, the teo Patent Corprnons cordains 31 patents, 27 of which
come from Big Blue (known for crarking out patents fke bunnies crank out more
hunnies). Those include an "apparstus and method for reusing printed media for
printing information™ and a “system for cleaning cortamination from magnetic
recording media rows "

Mokia has ane on the list ("systems and methods for recycling of cell phones at the

end of fife"), as does Sony (“flocculating agert and & method for flocculation”). The

ather two comes from Piney Bowes ("ink-jet prirter having variable mairtenance

algorthm™ and "muttiple overioad protection for electronic scalas™), SESOURCE

These companies are the first IT heavyweights to share their resources toward a
common green good. Consider the: Given Grid, a nonprofit consortium of tech
companias that's facused on developing metrics, standards, and best practices for ’
curbing povwer consumption. b SIGN-UP

Moreover, Sun last year nueded (penten.org, an online community providing
free tools and resources for calculating, tracking, and comparing greenhouse gas

e - ®IDG ACCELERATE
N ke Additionally, Cisco has wolentoored thw sl to=mw cen ta the Villiam J.

Clirton Foundation to develop technologies and strategies to help cities reduce
their negative impact on the envirorment.

. I o News, Analysis & Advice
farfittonsh inf oo abnnt the Loo- Pateol coaunons s available onthe .
WBCSD Wb site. on the Technologies that

Drive Business Perfomance

Related links:
Sopreen maeeaiens amed 3 climate channge
BTN} IS RIS

Crsen s
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Ted Samson is @ senior analyst at infoWaorid and author of the ~© * i
T SubSCHDE b0 PiS frie aeek iy Gt Fovit gevSieitar

Posted by Ted Samson on January 14, 2008 10:27 AM
i World
i RATE THIS ARTICLE: T .%

IFW Daily 2008-97-10
Intemnet bug fix spawns hadier backash, Yahoo to issue

cogve sy
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EJ comments

a beta of API for bui..
Zero Day Security 2006-07-11

In today's cast | had a chance to catch up with Tom
Russell, Senioy Director o...

IFW Virtualization 2€68-07-02

To halp spread adoption and growth in the
witualization community, pastnershi...
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coaeoonrdishe o0 s 4 . Companies must be able to measure productivity
gam from mobile worklng Produchvnv is notoriously difficutt to measure..

Coera s L IMS's increased flexibility and the potential # offers for new
fervu:es wnll creste a furdamental shift in the way that...

AT Aty 5 direr 2 7 ST - As more and more
organlzaﬂons adopt agile developmem the need tar continuous integration of a
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srag Lephed s L s seg ek - In e newly-puklished case study,
ﬁanner's John Pescamre one of the most respeded analysts covering the |T
recurity inarket .

S : rerrd - Electronic software
deh»ery (ESD) offers aoﬂware vendors the potermal for significart business
benetits. By enabling ..
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HOMEJBUSINESS I TECHHDL OGY ADVERTISEMENT
- Group sharing green patents adds a The Boston Blobe
- member

. By Groad | Prct | Ted aze g

- Bloomberg News / January 15, 2008

~11., the leading recipient of US
13 OYJ, and Fi e Eonr

roadb onbmreess Mairres O

© ATLANTA - Intorns

. patents, is joining .

22 Inc. in offering the

,xx,

. rights to env1ronmentally friendly technologies for free.

- The effort, called the Eco-Patent Cornmons, is designed to help companies save
energy and water and curb pollution, Armonk, N.Y.-based IBM said yesterday
© in a joint statement with the World Business Council for Sustainable

. Development in Geneva.

INSIDE BOSTON.COM
. Companies are taking steps to show theyre fighting global warming and

© promoting sustainable development. The Eco-Patent Commons is the first TS TP 0 AL AR SRLAR
+ forum for sharing intellectual property with environmental uses. 3

sy 5 . 5 5 . . . Ca - v e ~
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. . . . . k%] . - =
. "There's no one industry, innovation, or technology that provides a silver-bullet P 2 | ‘
. solution," said David Kappos, IBM's lead patent attorney. "There's going to be a % e 1"
" long series of development involving many industries.” N e

LOL 3 DEOKEN Beart ¢ 1y hess
; 12 steps to mend the pan
- The Eco-Patent Commons will start with 31 patents, 27 of which were

. contributed by IBM. The company has received more US patents than any pEBERLGREVBLE UL b e g
© other for 15 years. The US Patent and Trademark Office issued 3,125 to IBM )
" last year, Kappos said.

Among the patents [BM is contributing is one for a catalytic reactor that uses
low-radio frequency energy ions to help covert pollutants into stable gases. =
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Green intellectual property

auction web site launched Z D e >
LynxStreet web site aims ta link environmental innavators with \““S-\“'..
potential investors Lynx .com

Written by Sarah Griffiths
Businessisrean

FINANCIAL DIRECTOR

Awirtual trading floor designed to help developers of cleantech ALSO READ
intellactual property (IF) find backers for their ideas was launched
last week. * BP dismisges Alternative S U MMIT
] ] o ] Energy sale speculation

The auction web site, LynyStieet.com, said it was looking forboth £\ o020 patent omce The exclusive event for Finance Directors
tangible and conceptual examples of intellectual propeity that could hails top inventors

1th 1al i 3 . - 2eoister v ace es]
be matched with potential investors . Analysts downplay fret Register your place here 'j Y
“In our research we realised there was a need for a central repository ~ 4U3rter slinin cleantech '
of green technolagy and innovation and a venue was required to investment
attract investors and their intellectual property as well as the venture
capitalists, corporations and governments with the means to WHITE PAPERS

implement them " said Ron Barenburg, chief operations officer at

> Solve your clients debt prablern with a ClearDebt VA
LynxStreet. com.

. . . ) L * REO™ 4500 : fast, :
In addition to being an auction site for green patents, the site is aiso flexible and affordable o A ST

designed for those inventors who have patents pending that they disk-based backup and
want to sell, said Barenburg. "This is an important category because  racqvery appliance. . BN e e A al e A
potentially it could save companies and/or governments considerable mad Y Wt e
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money in R&D that they do not have to spend,” he added. - BIG-IP Add-On Modules:
Application Traffic
Anather virtual trading floor is for raw concepts that have not yet got Management (Q

off the drawing board. It is aimed at those with environmental ideas N & R%] F / ‘ h k
but without the time, money, ability or patience to flesh them out " F'QQ"""""QQQ"’T’L the (\J/a e [ ec er
into patent format, said Barenbury. "These thinkers are an important green considerations

CLivR . 0 :

part of the process and companies and/or governments might want e
to buy their idea and employ them " he explained.

A Mwanted" sectivn alsu alluews firms and inveslors fuokiny Tor RELAITED JOBYS i — b | . J H
specific cleantech solutions to advertise their requirements, while a J—- 4 : -
hcensing section aims to help universities and professional Sign up here for the very i
organisations license their IP to manufacturers. . .. ... latest news delivered to
your inbox. Choose from :

The curnpany swid the web sile is curnently in Bela muode, bul is ully  Ads by Guugle . the following options: E| & Me~sTaYew e |
functional and ready for auctions. ) : L el faerihig b O {
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Search -

Searchterms(s) IBM leads from the front and pu(s green patents on the side of the angeis

Search | Yesterday the University of Landon’s Queen Mary 1P Research Institute (QMIPRI, a5 it
22t s more manageably known) held its first ever annual conference atthe New
Subscriber login Connaught Roorns in London. The day was a great success with a good turnout and
Email address: many interesting and thought-provoking talks from speakers who ranged from

academics 1o industry insiders. Amang those presenting was Roger Burt, Senior IP
Counsel for IBM in Eurape. After his talk | had a chat with him during one of the coffee

Password: breaks.
ve ended up speaking about IBM's new eco-patent cormmons initiative. Along with
LoginJ Mokia, Sany and Pithey Bowes, IBM has formed an association with the Waorld
Request new Business Councit for Sustainable Development (WBCSD) to facilitate the sharing of
password patents that can benefitthe environment. The four companies have collectively donated

31 patents to the schame covering envirohmental conservation innovations. This
Forthcoming events means anyone who wishes to use them can do so for free. The WBCSD gives an
avenview of the chiectives of the eco-patent commons on its website and will be
hosting a searchable archive in which ail of the donated patents can he identified.
. i | [ )] i\ l One ofthe patents IBM has donated relates to shock-proof cardboard packaging. Due
i 1o the way the cardboard is folded, it pratects the contents, dispensing with the need for
polystyrene packaging — something which is currently clogging up landfills all over the
wotld. However, as Big Blue is not in the business of manufacturing packaging, Roger
explained that it was happy for the patent to be exploited by others. All very admirable;
hutwhat's in it for IBM, | wandered. Well, aside from the moral element, Roger said
Subscribe there would also be financial benefits. The more companies that manufactured the

boxes, the further down the price is driven and the cheaper IBM can buy its packaging.
Sample articles There is considerable pressure placed on tompames hx;the publlc today to be
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environmentally sound, and this has clearly been picked-up on by IBM and its
collaborators in the eco-patent commons. While consumerism continues to grow,
there is much greater emphasis on buying green and focusing on the eco credentials
ofthe company you are purchasing from. As you wouid expect, IBM is ahead ofthe
game in realising this; withess the Project Gig Green initiative launched atthe end of
lastyear, for example,

Of caurss, for a patent-owning giant like iBM there is also another considaerable bensfit
1o the eco-patent commons. As this blog has previously discussed, there is growing
pressure from both governments and NGOs to facilitate the transfer of environmental
technolagy. Increasingly, patents are being identified as potential barriers to the fight
against global warming. A company as savwy as IBM knows that the best way to disarm
critics is to look at what they are saying and to act upon it. Rather than allowing critics of
the patent system to label patents as obstacies to environmental progress (with all the
long torm damago that could do to patont owners® interects), the cco cammons sots
them up as facilitating tools. And 1BM is there as a guiding light of the initiative, just as it
is now seen as a promient supporter of open source, despite having prohably the
largest portfolio of software patents in the warld! Talk about grabbing the zeitgsist and
turning it into a business opportunity - truly Big Blue does not miss a trickl

Sara Jayne Adams, 1AM Magazine | 13 Feb 2008

re: IBM leads from the front and puts green patents on the side of the angels

You might be interested in reading my thoughts when this annoucerment was first

made:

hitp Jwww gathenng2. com/bBLOG SiGathenngZUBiogathenngZUkxecutiveblogitakidrz1 1t

Ithink it is refreshing in this age of patent bullies.
Sharan Oriet
Sharon L Oriel, Gathering2 .0 | 20 Feb 2008

Please ing on or reqster to leave a comment,
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Since @ started reading, researching and  posting about the
prm alence Uf“ soo-marks {t :1 mdrle's fhat COMmUnIcanse

La\,: them. There i, ur als]a the ub»-mu:. concern about false
urzabstantiated, or  misleading  ervronmental claims, known A
“greerwashing,” which troubles me as 3 consumer. This
hias been borme out by a recently pubbshed repart by
~u|rﬂnn‘pnr;l mart.eting  agency, called T
T wibnch survenged  ower 1 000 putpt"lft‘!:“" areen
prndl:« tsoand found that the wvast majonty made false or misleading

X discuszed this problem, and 3 couple of ways W

n

sancern

clams, vl
combat it this space before. (zee prior posts

soand e

But thare

omething else about the urean of green marketing and
radermarks that troubigs me as an P lawyer, 43 [ mentinned
previnus posts, ane can't get 3 federai registration for 3 mark rhaf
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HIEVIOOY DS LS, W L) L EL o R FRLES LD LU T TR L
12 3 descnptive of generic term for the goads or services because
that would prevent competitors from dentfying thew goods ar
zarvices.  An application for federal registration of & trademark
must specifically idertify the goods ar services the mark will be
uzed o connection with,  IF s this dentification, or histing, of
guods or zervices that the 145, Patent & Trademark Office
(PTO) examines to decide whether the mark should be allowed a
federal reqistration.  This decision 13 quided by many factors
ncluding the level ot descrptivensss of the mark., But the frouble
with eco-marks 15 that the identfication of goods rarely reflects
the ervironmental companent of the mark. Take, for example, the
identifications of services for two marks owned by PHC Bank:

1. FINAMCIAL SERVICES, NAMELY, BAMNKING SERVICED FEATURING
CHECKING,  SavINGS aWD  IMVESTMENT  ACCOUMT SERVICES;
FINAMCIAL WEALTH MAMAGEMENT,; CONSUMER LEMDING SERVICES,
INVESTMENT  BROKER&GE  SERYICES; PEMSION YalUATION
SERVICES,  ADMINISTRATION OF EMPLOYEE PEMSION PLAMST,
IMSURANCE AGENCY SERVICES; LIFE, HEALTH, ACCIDENT aMD FIFE
INSURANMCE  UNDERWRITIMG;  INVESTMENT BANKING SERVICES:
FUMDS IMVESTMENT AND FUND INVESTIMENT CONSULTATION.

2. BAMKING; FIMNAMCIAL  SERVICES,  MAMELY, FIMANCIAL
AANGGEMENT SERVICES, FINANCIAL PLAMNING SERVICES, ESTATE
PLAMMING  SERVICES, TaX PLANNING SERVICES, RETIREMENT
PLAMRMING SFRVICES, SIFT P ARMMING SERVICES, NISTRIRUITION
PLAMMIMG SERVICES, EMOOWMEMNMT MAMASEMEMT AND FRIVATE
FOUMOATICN  SDMINISTRSTION SERVICES, EMPLOYEE BEMEFIT
FLAM  MAMAGEMENT  AMD  SERVICES, FIMANCIAL PORTFOLIOD
FAAMAGEMEMNT SERVICES, IMYESTMENT s0%ISORY, MAMAGEMENT
AMO COMSULTATION SERVICES, INVESTMENT BarEING SERYICES,
SECURITIES LIMNDERWRITING AMD BROKERAGE SERVICES,
[MEURAMCE  UMDERWPRITING SERVICES IM THE FIELDS OF LIFE,
HESLTH, aCTIDEMT, FIRE, MaRIME, AND MEDICAL, AMD &MMUITY
LMDERNRITING ARG BROFEPAGE SERVICES, AMD BAMNKING
SERYICES,

o wouldn't knaw it but one hsting iz for an eco-mark, The first

iz the wentification of services for the rmark GREEN BRAMCH, the
second Is for B4y &35 PNC, By reading the GREEM BRANCH hsting,
aree would never suspect that FMC iz uaing the mark to attract

rorvnentally-consoious consumers by touting the bank’s green
5. There iz no mention of PMC's energy efficient technalogy,

<1 T
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areen  buildings, or any  other ervironmentaly-frendly  husimess
practices.

It seems to me that GREEN BRANCH arguably i descriptive of the
: = actually provided - financial services i environmentally-
frigndiy  bank  faclities - even though it i3, of course, not
descriptive of the services listad.  while trademark exammners i the
PTD sometimes take 1t upon themselves to look heyond the listing
of goods ar services to the contest of the mark's use, they don't
always, and the result is stealth prosecution of eco-marks as thesze
arguably descnptive trademarks may shp under the radar of the
BTG,
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adective [ compardtive greener, suparstive
Grednacny
Definition:

1. grass-colored: of a color in the
apectrum between yellow and blue, like the
codor of grass

2. having edible green

% 3. grassy or leafy: consisting of or
SOPLANING gra ohants, or fhage

4. ¢TI s advocatinag nrotection of

Leam More
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e 4. rouTics advocating protection ot
environment: zLpparting or promaoting
the protection of the envircnment

5. made with little environmental
harm: produced in an environmentally and
scologically friendly way, &.Q. by using
reriewable resources

6. not ripe: unripe or not mature
¢ oraan Sansnss

7. jealous: =rvious or jaalous

8. sickly-looking: palﬁ and sickly-looking,
espeecially 45 a4 result of nausea

9. innocent: naive and lacking cx<pericnce,
sepecially because of being new to

10. new: youndg, rew, recent, aor fresh

11. wooowork unseasoned: describes
wm;l,f cut and unseasored WOud
* green wood

12. movstey untanned:
that iz not yet tanned

13. ceramics unfired: dssonbss obijedct
that are not yet fired

VI ursd greens
Definition:
1. color of grass: a primary color

Detweeert yellow and blus im the
e the color y\rx‘x rASE

-y mennes mealariemias s e e e - e e
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2. green coloring: a green pigment or
dye

3. green cloth: green fabric or cothing
4. green thing: s qresn obijsct

S. grassy area: an arsg of ground that is
sovered wath grass, espedcially a public or
communal area

6. Laven BOWLING grassy area for lawn
bowling: arn area of arass that s
miaintamed for lawn bowling and simiar
Jarnes

7. GOLF grassy area surrounding golf
hole: the dosely mowed area at the end of
A fairway on a golif course on which the hols
for the ball s located

0. roLrTics advocate of protection of
environment: a supportar oF advocate of
protecting the environment, =specially a
member of a paltical party concerned with
arvironmental issiues

9. FINANCE MONeY: tash or papsr monsy
( srang )

plural nourn greens
Detinition:
1. green vegetables: wegetables with

greer bea zabbage and
spreach

2. vortly Amencs decorative green
foliage: gresr fhage used for decoration
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3. green -colored clothing: green
Jothing, 203, Ay uniforms o operating
rocm acrubs (ofbrmal )

transitive and intransitve verb (past sn6

nast p a'r‘*f"mrp areened, prasant particate
greering, 3 San prasant Singuise graens)
Definition:

1. become green: to hecarme green, or
make something green

2. ENVIFRONMENT become environmental

advoca\_e: b Becotne gware of
rvironmental issues, or make somebody

aware of ervironimental 1zsues

[ oid English grenss Germianic]
* green-ish adgjective

+ green-ly advert

* green-ness 7o

sely interested n

go green fo be £ achy
and support

S0y
eryirormental 1ssues
srpdronmental causes
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To: Lane, Eric L. (elape@law gwu.edu)

Subject: TRADEMARK APPLICATION NO. 77394276 - GREEN PATENT BLOG - N/A
Sent: 7/10/2008 2:24:51 PM
Sent As: ECOM110@USPTO.GOV
Attachments:
IMPORTANT NOTICE

USPTO OFFICE ACTION HAS ISSUED ON 7/14/26808 FOR
APPLICATION SERIAL NO. 77394276

Please follow the instructions below to continue the prosecution of your application:

VIEW OFFICE ACTION: Click on this link
hitp://tmportal.uspto.gov/external/portal/tow?DDA=Y &serial number=77394276&doc_type=QQA&mail date=20080710 (or copy and
paste this URL into the address field of your browser), or visit http://tmportal.uspto.gov/external/portal/tow and enter the application
senal number to access the Office action.

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24 hours of this notification.

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a response is required; (2) how to
respond; and (3) the applicable response time period. Your response deadline will be calculated from 7/14/2008.

Do NOT hit “Reply”to this e-mail notification, or otherwise attempt to e-mail your response, as the USPTO does NOT accept e-mailed
responses. Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System response
form at http://www.uspto.qgoviteas/eTEASpageD.htm.

HELP: For technical assistance in accessing the Office action, please e-mail
TDR@uspto.gov. Please contact the assigned examining attorney with questions aboul the Office action.

WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

2. Failure to file any required response by the applicable deadline will result in the ABANDONMENT of your
application.




